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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re application of: 



Art Unit: 



HIDEYOSHI HORIMAI 



Examiner: 



Serial No.: 



10/556,651 



Filed: November 11, 2005 



For: OPTICAL INFORMATION 

RECORDING/REPRODUCING 
DEVICE AND METHOD 



RESPONSE TO 

NOTIFICATION OF MISSING REQUIREMENT UNDER 35 U.S.C. 371 IN THE 
UNITED STATES DESIGNATED/ELECTED OFFICE 

Mail Stop: Missing Parts 
Cortimissioner for Patents 
P.O.Box 1450 
Alexandria, VA 22313-1450 



This is to respond to the "Notification of Missing Requirement Under 35 U.S.C. 371 
in the United States Designated/Elected Office" (copy attached) dated February 1 ? 2008, 
noting -The following item MUST be furnished ...: Processing fee of $130 for providing 
translation of the application-, and further noting -Total additional fees required to this 
application is $130 for a Small Entity: $130 for English translation surcharge required. ~ 

From the descriptions in the Notification, it is the undersigned understanding that U.S. 
Patent Office takes the position that the present U.S. National Stage application under 35 
U.S.C. was filed in the U.S. Patent Office without an English translation, and since $1 30 
surcharge for English translation has not been paid, the applicant needs to pay the SI 30 to the 
Patent Office to avoid abandonment. 

However, the undersigned respectfully submits that an English translation of the PCT 
application was duly filed when the present U.S. National Stage application was filed on 
November 1 1 5 2005. In other words, the present National Stage application was filed with an 

21229/2449320.1 1 
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English translation of the PCT application. This is clear from the marking to ^ box 6 for 
"An English language translation of the International Application as filed" listed in the filed 
Transmittal Letter to the United States Designated/Elected Office Transmittal Letter to the 
United States Designated/Elected Office Concerting a Filing Under 35 ILS.C. 371 . A copy of 
this letter is attached- Further attached is a copy of the returned Postcard that lists "44 pages 
of the specification" that meant an English translation of the PCT specification. 

In view of the above, therefore, since the present application was filed with an English 
translation of the PCT specification, and an English translation was thus not required to be 
filed after the application was filed, and further the undersigned did not file an English 
translation after the application was filed, there is no surcharge for submitting an English 
translation is required in the present application. The undersigned believes that the 
Notification was issued by an error, and it is respectfully requested that the Patent Office 
withdraw the Notification. 

If, however, a further search in the Patent Office finds anything lack for the present 
application, it is respectfully request that the Patent Office call the undersigned on that matter. 

The Commissioner is further authorized to charge any underpayment to our Deposit 
Account No. 50-4367. 



Respectfully submitted. 




William L« Andn 
Reg. No. 27,177 



Quinn Emanuel Urquhart Oliver & Hedges LLP 
Koda/Androlia 

865 S. Figueroa Street, 1 Oth Floor 
Los Angeles, C A 900 1 7 

Tel: (213)443-3085[(213)443~3000] Fax:(213)443-3100 



on 



I hereby certify that this correspondence being facsimile 
transmitted to the Patent and Trademark Office Fax No. 
(571)273-8300 



Certificate of Transmission 



Email: thomasedison@quinn.emanuel.com 



Date or Deposit 




2 



2I229/2449320.I 



PAGE 2/7 * RCVDAT 3/28/2008 5:03:35 PM [Eastern Daylight Time] * SVR:USPTOI FXRF-6/12 * DNIS:27SJ300 1 CSID:21 34433094 1 DURATION (mm-ss}:0148 



83/28/2008 13:03 2134433094 



KODA ANDR0LI pgQ£|ygp PAGE 03/07 

CENTRAL FAX OENTiRj^ £ Q £ | y g p 

CALENDARED MAR 2 8 2008 FEB 0 4 20D8 




United States Bstent and Trademark Office msmtmim 



gg^gg^^flteiae r 11 i f ' ■ 

STATES DEPARTMENT OP COMMEHOE 
United Sinics* Pntrait and Triwl<**wflrti Oflioo 
AddrwrCOMMIWTftNrca FOR. PATENTS 
FA B«> H5D 



U.S. APPLICATION NUMBER NO. 



FIRST NAMED APPLICANT 



ATTY. DOCKET NO. 



1 0/55 6,65 1 Hideyoshi Horimsi 

3713 

QUINN EMANUEL 
KODA & ANDROLIA 

865 S. FIGUEROA STREET, 10TM FLOOR 
LOS ANGELES. CA 90017 

THIS MATTER DOCKETED 
FOR A Lull 



211 A 3789 PCT 



INTERNATIONAL APPLICATION NO. 



PCT/JP04/06464 



l,A. HUNG DATE 


PRIORITY DATE 


05/13/2004 


05/13/2003 



QUINN EMANUEL 



CONFIRMATION NO. 6539 
371 FORMALITIES LETTER 

iiHMiiiiinmmii 



Date Mailed: 02/01/2008 

NOTIFICATION OF MISSING REQUIREMENTS UNDER 35 U.S.C. 371 
IN THE UNITED STATES DESIGNATED/ELECTED OFFICE (DO/EO/US) 

The following Items have been submitted by the applicant or the IB to the United States Patent and Trademark 
Office as an Elected Office (37 CFR 1 .495); 

■ Indication of Small Entity Status 

• Priority Document 

• Copy of the International Application filed on 11/12/2005 

• English Translation of the IA filed on 01/27/2006 

• Copy of the International Search Report filed on 11/12/2005 

■ Copy of IPE Report filed on 01/27/2008 

• Oath or Declaration filed on 01/27/2006 

• U.S. Basic National Fees filed on 01/27/2008 
-Assignment filed on 01/27/2006 

• Priority Documents filed on 01/27/2006 

The following items MUST be furnished within the period set forth below in order to complete the requirements for 
acceptance under 35 U.S.C. 371 : 

• Processing fee of 51 30 for prcvidrnc *' , translation of the application and/or the Annexes later than 30 months 
from the priority date (37 CFR 1 .4920)). 

SUMMARY OF FEES DUE; 

Total additional fees required for this application is $130 for a Small Entity: 

• $130 for English translation surcharge required. 

ALL OF THE ITEMS SET FORTH ABOVE MUST BE SUBMITTED WITHIN TWO (2) MONTHS FROM THE 
DATE OF THIS NOTICE OR BY 32 MONTHS FROM THE PRIORITY DATE FOR THE APPLICATION, 
WHICHEVER IS LATER. FAILURE TO PROPERLY RESPOND WILL RESULT IN ABANDONMENT. 

The time period set above may be extended by filing a petition and fee for extension of time under the provisions 
Of 37 CFR 1.136(a). 

Applicant is reminded that any communications to the United States Patent and Trademark Office must be mailed 
to the address given in the heading and include the U.S. application no. shown above (37 CFR 1.5) 

Registered users of EFS-Web may alternatively Submit their reply to this notice via EFS-Web. 
tott& //» F Prtal.M 

page 1 of 2 
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For more information about EFS^Web please call the USPTO Electronic Business Center at 1-866-217-9197 or 
visit our website at http;//www. U3Pto.gov/ebc, 

If you are not using EFS-Web to submit your reply, you must include a copy of trris notice. 



CHARITTA A SHEl/TON 



Telephone: (703) 308-9 L40 EXT 207 



page 2 of 2 



FORM PCT70OT&O/9D5 {371 FgrmtfUfc* Naifco) 
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FORM FTO-1390 U.S. DEPARTMENT Of COMMENCE PATENT AND TRADEMARK OFFICE 

(REV. 10-OT03) 

TRANSMITTAL LETTER TO THE UNITED STATES 
DESIGNATED/ELECTED OFFICE (DO/EO/US) 
CONCERNING A FILING UNDER 35 U.S.C 371 



ATTORNEY'S DOCKET NUMBER 
2UA3789 PCT 



US. APPLICATION NUMBER 
(if known, see 37 C.F.R. t.5) 



INTERNATtONAL APPLICATION NO. 
PCT/JP2004/006464 



INTERNATIONAL FILING DATE 
May 13,2004 



PRIORITY DATE CLAIMED 

May 13, 2003 



TITLE OF INVENTION 



OPTICAL INFORMATION RECORDING/REPRODUCTION DEVICE AND METHOD 



A^PUCANT(S) FOR DO/EO/US MDEYOSHI HORTMAI 



Applicant herewith submits to the United States Designatcd/Blctted Office (DO/EO/US) the following items and other information: 

1. H This is a FIROT submission ctf&e^ 

2. □ TliSsis^SECOWCTSUBSEQlJfENTsobTnbsionof it^ 

3. E3 This is an express request to begin national examination procedures (35 U.S.C. 37 1 (f)). The submission nrust include items (5), (6), (9) 

and (20) indicated below. 

4. □ The US has been elected (Article 3 1). 

5. El A copy of the International Application as filed (35 US.C. 371(c)(2)) 

a. □ Is attached hereto (required only if not transmitted by die International Bureau). 

b. E3 has been communicated by the International Bureau. 

c. □ is not required, as the application was filed in the United States Receiving Office (RO/US). 

6. El An English language translation of the International Application as filed (35 U-S.C. 371(c)(2)). 

a. is attached hereto 

b. □ has been previously submitted under 35 U.S.C. 1 54(d)(4). 

7. E3 Amendments to the claims of the International Appl icatkm under PCT Article 1 9 (3 S U.S.C. 371 (cX3)> 

a. G are attached hereto (required only if not communicated by the IntcmatJonai Bureau), 

b. Q have b^Qi cooroianicated by the International Bureau. 

c. □ have not been made; however, the time limit for making such amendments has NOT expired 
<L E9 hare not been made and will not be made, 

8. □ An English language translation of the amendments to the claims under PCT Article 19 (35 U.S.C. 37 1 (c)(3)). 

9. □ An oath or declaration of the mventor(s) (35 U.S,C. 371(cX4». 

1 0. □ An English language translation of the annexes of the International Preliminary Examination Report under PCT Article 36 (35 U.S.C 

37t(eX5)). 

Items 11 to 19 below concern document^) or information included: 

An Information Disclosure Statement under 37 C.F.R. 1.97 and 1.98. 

An assignment document for recording. A separate cover sheet in compliance with 37 C.F.R. 3 .28 and 3.3 1 is included. 
A preliminary amendment. 
An Applicirtion Data Sheet under 37 CFR 1.76. 
A substitute specification. 

A power of attorney and/or change of address letter. 

A second copy of the published international application under 35 USC. 1 54(d)(4). 
A* second copy of the English language translation of the international application under 35 U.S.C 154(dX4), 
Other Items or information; 

a. Copy of Form PCT/IB/308 (First Notice of forming Application of Communication oflirt er nn ti o n al Application) 

b. Copy of Form PCT/IB/308 (Second Notice of Informing Application of Communication of InfefnaHdnaJ Application) 

c. Copy of Form PCT7ISA/21 0 (Intematiorial Search Report) 

d. Seventeen (17) sheets of drawings 



11. 


□ 


12. 


n 


13. 


□ 


14. 




IS. 


□ 


16 


□ 


17. 


□ 


18. 


□ 


19. 
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| CLAIMS 


NUMBER 
FILED 


NUMBER 
ALLOWED 


NUMBER 
EXTRA 


RATE 1 


Total claims 


66 


20 


46 


s SO j 


Independent claims 


14 


3 


11 


S 200 j 


MULTIPLE DEPENDENT CLAIM(S) (if applicable) 


+ 


$360 j 



U.S. APPLICATION NO. 


INTERNATIONAL 


(if known, see 37 CFJL \ 5) 


APPLICATION NUMBER 




PCT/JP2004/006464 


20. B The following ftcs arc submitted: J 



BASIC NATIONAL FEE (37 CF.R. 1.49Z(«)UM5»i 

Neither international preliminary examination fee (3 7 CF.R. I 432) nor 

international search fee (37 CF.R. 1.445(a)tf)) paid to USPTO and 

International Search Report not prepared by the EPO of JPO M $1,000 

International preliminary examination fee (37 C.F.R. 1 .482) not paid to 

USPTO but International Search Report prepared by the EPO or JPO $1 ,000 

International preliminary examination fee {37 C.F.R. 1 .482) not paid to 

USPTO but international search fee (37 C.RR. 1.445(a)(2)) paid to USPTO $770 

International preliminary examination fee (37 C.F.R. 1 ,4$2) paid to USPTO 

but all claims did not satisfy provisions of PCT Article 33(1 H4) «... S200 

International preliminary examination tec (37 CF.R. 1.4S2) paid to USPTO 

and all claims satisfied provisions of PCT Article 33(1 X*) - - 

ENTER APPROPRIATE BASIC FEE AMOUNT - 



Surcharge of S130 for furnishing the oath or declaration later than □ 20 □ 30 
months from the earliest claimed priority date (37 CF.R. 1.492(C)). 



TOTAL OF ABOVE CALCULATIONS * 



S Applicant claims small entity status. See 37 CFR 1 .27. The fees indicated above are 
reduced by 1/2 



SUBTOTAL 



Processing fee of $130 for finishing the English translation later than □ 20 G 30 
30 months from the earliest claimed priority date (37 C.FJL 1.492(f)). + 



TOTAL NATIONAL FEE - 



Fee for recording the enclosed assignment (37 C.FJL 1 .21(h)). The assignment must be 
accompanied by an appropriate cover sheet (37 CF.R. 3.28; 331). S40 per property 



TOTAL FEES ENCLOSED = 



ATTORNEY'S 

21IA3789PCT 



■ r v . , . v - * ;w vr i 
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S- . - ■ ' r-' i 1 '.,'»;' C": j 



j '"7 • I 



El 
□ 



Checks in the amounts of S and S2.930 



to cover the above fees are enclosed. 

_ to cover the above fees. A duplicate copy of this 



c. B 



Please charge my Deposit Account No. 1 1-1445 in the amount of_ 
sheet is enclosed. 

The Commissioner is hereby authorized to charge any additional ices which may be required, or credit any overpayment to 
Deposit Account No. 1 1 -1445. A duplicate copy of this sheet is enclosed. 



NOTE: Where an appropriate time limit under 37 CFR 1.495 has not been met, a petition to revive (37 CFR 1.137(a) or (b)) must 
be filed and granted to restore the application to pending status. 

SEND ALL CORRESPONDENCE TO: 

KODA & ANDROLIA 
2029 Century Perk East, Suite 1 140 
Los Angeles, CA 90067-2983 . 
Dated: November 1 1, 2005 




Form PTO-1390 (REV 10-2003^ 



William L, Androlia 
REG.NO. 27,177 
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Express Mail EV71437) 907US 

2UA3789PCT NAKAO&ITO 

Inventors): HSdcyoshi Horimai 

For OPTICAL INFORMATION 

RECORDING/REPRODUCTION DEVICE AND METHOD 

New PCT application transmittal form; maUmg certification; application data sheet;44 
Ofiges of the specification; 17 sheets of drawings; copy of Form PCT/IB/308 (Gnrt notice 
re application to the designated offices); copy of form PCTAB/308 (second notice re 
appliwtiofi to the designated offices); copy of form PCT/ISA/210 (international search 
report); and a check for $2,930.00 

Mt^ef^/eo J$./ 556 651 

K00A * ^u«a»-^FCTT0 12 NOV ZOOS 
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